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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 2, 7-1 1 and 13 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. Appropriate 
corrections are requested and special attentions should be directed to the following. 

In claim 2, the magnesium compound appears to further limit the magnesium 
compound MgR 1 n X 1 2 -n, thus, referring the magnesium compound of claim 2 as "a the 
magnesium compound" is improper. 

Claim 7, the used of the phrase "can be" renders the claim indefinite since it is 
not clear whether the catalyst is prepared by the process of claim 1 . 

Claim 8, line 1, the term "a catalyst" should be replaced with "the catalyst". 

Claim 9, the standard of "appropriate" is not defined, which renders the claim 
indefinite. 

In claim 10, (i) at the beginning of the claim, the term "a" should be replaced with 
-the-; and (ii) the term "the" should be placed in the front of "aluminum compound" in 
line 3 
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Claim 11 , at the beginning of the claim, the term "a" should be replaced with » 

the-. 

Claim 12 provides for the use of the catalyst composition, but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim 13 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd, v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-7 and 9-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Lucianietal. (US 6,028,149). 

The preparation processes of the Ziegler catalysts and polymerization thereof 
demonstrated in Luciani's Examples1-4 meet the limitations of the instant claims. 

Claim Rejections - 35 USC § 103 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 7 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lucianiet al. (US 6,028,149) in view of Bailly et al. (US 5,075,396). 

Luciani's teaching is relied upon as shown above. It is noted that Luciani does 
not expressly teach a nitrogen-containing electron donor and prepolymerization of the 
Ziegler catalyst. However, using a nitrogen-containing electron in order to improve the 
activity and stereo selectivity of the catalyst are common practice in the art, and it is 
also conventional to conduct prepolymerization to provide catalyst with larger particle 
size and improved particle size distribution. Those teachings are disclosed in Bailly; 
see col. 2, lines 51-62 and col. 3, line 65 to col. 4, line 2. 

Thus, it would have been obvious to a skilled artisan at the time the invention 
was made to employ Bailly's electron donor and prepolymerization process to Luciani's 
catalyst composition in order to improve the activity and stereo selectivity as well as the 
particle properties of the catalyst and in the absence of showing of criticality and 
unexpected result. 

Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
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are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

8. Claims 1-12 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-13 of 
copending Application No. 10/553,230. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the subject matters of both 
sets of claims are substantially overlapped with each other. The difference of the two 
sets of claims in that the halogenating reagent of 10/553,230 is limited to the 
halogenating agent represented formula Rys-E-Y4-s while there is no limitation towards 
the halogenating agent in at least claim 1 among the instant claims. 

This is a provisional obviousness-type double patenting rejection because the 



conflicting claims have not in fact been patented. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Caixia Lu whose telephone number is (571) 272-1 106. 
The examiner can normally be reached from 9:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful and the matter 
is urgent, the examiner's supervisor, David Wu, can be reached at (571) 272-11 14. The 
fax numbers for the organization where this application or proceeding is assigned is 
(571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
1700. 




Caixia Lu, Ph. D. 
Primary Examiner 



